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FURTHER INFORMATION CONTINUED FROM  PCT/ISA/ 203

The present application contains 49 claims, of which 12 are independent.
There is no clear distinction between the independent claims because of
overlapping scope. There are so many claims, and they are drafted in such
a way that the claims as a whole are not in compliance with the :
provisions of clarity and conciseness of Article 6 PCT, as it is ‘
particularly burdensome for a skilled person to establish the
subject-matter for which protection is sought.

The reasons are as follows:-

From the twelve different definitions of the claimed invention according
to the above claims all that can be deduced is that the subject-matter
concerns an optical inspection system or method using such a system, The
different systems defined comprise of a multitude of possible :
permutations of sets of particular optical components which sets are
different between the different independent claims both in their.
composition and in the arrangement of the optical components without any
clear definition of the invention amongst the separate subject-matters.
In addition the individual definitions of every one of the independent
claims seeks to define the invention effectively by achievement of a
desired numerical range of a specific optical parameter of the inspection
system whereby the significance of the restriction of the parameter to
such a range in terms of the arrangement of optical components in the
system would not be apparent to the skilled person without undue burden. .

In addition, the numerical ranges of specific optical parameters in the
inspection systems do not appear to achieve any particular special
technical effect so that the skilled person would not be able to
appreciate what alleged inventive concept lay behind any of the
individual definitions using such ranges and would be even more unclear
when confronted with twelve such nebulous definitions in the twelve
independent claims presently on file. Further, because the definition of
the numerical and geometric features in each individual independent claim
are very vague it is unduly burdensome to attempt to assess whether any
particular disclosure of an inspection system in the prior art falls
within the scope of such a claim. This problem is compounded twelve fold
in view of such vague definitions in not just a single independent claim
but twelve independent claims.

In view of the above there is no consistent indication, even from the
excessive number of independent claims, of any technical effect in which
the purported invention is considered to lie. The subject matter of the
claimed inventions are therefore unclear individually, even more so when
considered as a whole and in addition lack conciseness since they
comprise pluralities of claims containing partially overlapping wording.

The non-compliance with the substantive provisions is to such an extent
that a meaningful search of the whole claimed subject-matter could not be
carried out (Article 17(2) PCT and PCT Guidelines 9.30). There being no
reasonable basis in the application that clearly indicates the
subject-matter which might be expected to form the subject of the claims
later in the procedure, no search at all was deemed possible.

In this respect, recourse to the description in so far as it appears to
concern the purported invention on page 3, line 15 - page 12, line 22
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also does not provide any further clarification of what the applicants
consider to be the invention since this disclosure essentially comprises
a repetition of "embodiments" corresponding to the appended claims.
Further confusion arises because is not apparent what technical effects
even the purported "examples" of the invention on pages 14-33 with
reference to Figs. 3-13 are intended to demonstrate. All that is apparent
at present is that these examples demonstrate the use of specific
inspection systems having sets of components as in the individual
independent claims arranged so that the desired specific numerical
optical parameters fall within the specified ranges as in the claims
without indicating what special technical effect the selection of these
specific values / ranges leads to. The description both in it's general
introductory portion and in it's specific embodiments therefore merely
repeats the unclear definition of subject-matter resulting from the
multitude of independent claims and does not provide any further clear
indication which would allow a well defined expected-fall back position

to be determined. :

The applicant's attention is drawn to the fact that claims relating to
jnventions in respect of which no international search report has been
established need not be the subject of an international preliminary
examination (Rule 66.1(e) PCT). The applicant is advised that the EPO -

~policy when acting as an International Preliminary Examining Authority is
normally not to carry out a preliminary examination on matter which has
not been searched. This is the case irrespective of whether or not the

" claims are amended following receipt of the search report or during any
Chapter 11 procedure. If the application proceeds into the regional phase
before the EPO, the applicant is reminded that a search may be carried
out during examination before the EPO (see EPO Guideline C-VI, 8.2),
should the problems which led to the Article 17(2) declaration be

overcome.
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