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see the whole article
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K.E.H. G6hring et al.: "A giant step
for mankind?", pages 5-10
~ see the whole article
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Proceedings of the Montreux 1989
International Chemical Information
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September 1989, edited by Harry R.
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international Application No. PCT/US 89/01463

FURTHER INFORMATION CONTINUED FROM THE SECOND SHEET

V.@ OBSERVATIONS WHERE CERTAIN CLAIMS WERE FOUND UNSEARCHABLE !

This International search report has not been established In respect of certain claims under Article 17(2) (a) for the following reasons:

1.[} Claim numbers _._....... . bacause they relate to subject matter not required fo be searched by this Authority, namely:

pls. see attached sheet

Z.D Claim numbers _._....... . because they relate to parts of the international application that do not camply with the prescribéd require-
ments to such an extant that no meaningful International search can be carried out. specifically:

Claim numbers.........., because they are dependent claims and are not drafted in accordance with the second and third sentences of
PCT Rule 6.4(a).

3

VI.@ OBSERVATIONS WHERE UNITY OF INVENTION IS LACKING ?

This international Searching Authority found muitiple inventions in this International appiication as follows:
1. claims 7 and 29 totally; 1 - 6, 20 - 28 and 42 - 47 partially
2. claims 8 and 30 totally; 1 - 6, 20 - 28 and 42 - 47 partially
3. claims 9, 10 and 31, 32 totally; 1 - 6, 20 - 28 and 42 - 47 partially
4. claims 11,12 and 33, 34 totally; 1 - 6, 20 - 28 and 42 - 47 partially
5. claims 13 and 35 totally; 1 - 6, 20 - 28 and 42 - 47 partially ./.
1.g As all required additional search fess were timely paid by the applicant, this intatnational search raport covers all searchable
of the infernational application. 3

As only some of the raquired additional search fess were timely paid by the applicant, this international search report covers oniy
those claims of the International application for which fees were paid, specifically claims:

claims

2]

3.[:] No requited additional search fees ware timely paid by the applicant. Consequently, this Internationai search report is restricted to
the invention first mentioned in the claims; it is covared by claim numbers:

4.D As all searchable ciaims could be searched without sffort justifying an additionai fes, the International Searching Authority did not

invite payment of any additionat fee.
Remark on Protest
lgThc additional search fees wers accompanied by applicant's protest.
D No protest sccompanied the payment of additional search {ees.

Form PCT/ISA210 (supplemental sheet (2)) (January 1885)
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International Application No  PCT/US 89 /01469

FURTHER INFORMATION CONTINUED FROM PCT/ISA/210 (supplemental sheet (2))

The present application is admittedly NOT the first to
describe the phenomenon of bone inducing proteins, or
devices containing them. It is therefore necessarily
drafted to the individual compounds on well-known devices.

In claim 3, for example, a protein (on a device) is claimed,
which comprises 103 amino acids, whereof 68 are completely
unspecified. Even if it is assumed that "amino acid" means
"natural alpha amino acid", and that "comprises" means
"consisting of exactly", the formula would still cover 2068
different compounds. The scope of the claims 1 and 2 is even
vaster. (Despite this broad scope, the biological activity .
has only been demonstrated for the compounds COP5, COP7,
COP16, and OPl, corresponding -to subjects 3 and 7 of the

non unity declarationt!).

Formulas of the type of claim 3 cannot validly be regarded
as a concise description of the matter for which protection
is sought, all the more as the few defined amino acids are
totally dispersed in the hypothetical peptide chain. The
search has therefore been restricted to the embodiments of
claims 1-47, in as far as the protein sequences correspond
to the sequences disclosed in the claims 7-16 (or 29-41).

This searchable subject matter has been regrouped according
to the non-unity specification, in order to establish
conceptually individual subjects, each of which now
constitutes a potential selection invention.

(Please see also the citations "A giant step..." and
"Hypertrophic Patent Claims...").

XX 6. claims 14 - 16 and 36 - 38 totally; 1 - 6, 20 - 28 and 42 - 47 partial

7. claims 17 - 19 and 39 - 41 totally; 1 - 6, 20 - 28 and 42 ; 47 partia]

ly
L1y

Form PCT/ISA/
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This annex lists the patent family members relating to the patent documents cited in the above-mentioned international search report.
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